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A
re importers and distribu-
tors responsible for patent
infringement related to the

products they import and distrib-
ute? This seemingly simple ques-
tion has still only been partially
answered in Vietnam, when the Su-
perior People’s Court of Ho Chi
Minh City rendered a judgment on
July 28 2020 sending a case back to
the first-instance court for a retrial.

The plaintiff in the case is a multi-
national pharmaceutical company,
the owner of a valid Vietnamese
patent protecting a compound used
for the treatment of diabetes. The
plaintiff had discovered a medicinal
product circulating in the Viet-
namese market, under a valid mar-
keting authorisation granted by the
Drug Administration of Vietnam,
that contained the active ingredient
protected under the patent. This
product was manufactured in Pak-
istan and exclusively imported and
distributed by a local Vietnamese
company.

The plaintiff decided to initiate a
patent infringement lawsuit, but
chose to sue only the importer/dis-
tributor of the infringing product,
not the manufacturer. The strategic
decision not to sue the manufac-
turer was based on factors that
could lead to a delay in the resolu-
tion of the case, including the man-
ufacturer’s lack of a strong
commercial presence in Vietnam,
the manufacturing process being
carried out in Pakistan, and the pro-
cedural complications associated
with filing a lawsuit against a foreign
entity.

At the first-instance level, the Viet-
namese importer/distributor ac-

knowledged that the medicinal
product might be patent-infringing
and, as soon as the lawsuit started,
ceased its import and distribution
activities for the product. However,
the defendant also held that it was
not responsible for the patent in-
fringement because: (i) there was a
provision in the import and distri-
bution contract between the defen-
dant and the manufacturer under
which the manufacturer took full re-
sponsibility for all IP issues; and (ii)
as merely an importer and distribu-
tor, the defendant should not be re-
sponsible for a product it did not
itself manufacture. 

These arguments were rejected by
the plaintiff because, as a general
rule, any act of use of a patented in-
vention without the permission of
the patent owner is considered an
infringement. Further, “use of a
patented invention” is clearly de-
fined under Article 124.1 of Viet-
nam’s IP Law, and includes the acts
of import and distribution of
patented products. In addition, the
manufacturer’s contractual commit-
ment to be responsible for IP issues
was only binding on the manufac-
turer and the defendant, and was
meaningless and irrelevant to any
third party.

However, the first-instance judg-
ment issued by the People’s Court
of Ho Chi Minh City in July 2019
ruled that the defendant did not
commit patent infringement be-
cause the plaintiff had not previ-
ously sued the manufacturer, and
there was no judgment declaring
that the drug was manufactured in
violation of the invention patent. In
other words, the court ruled that it
was necessary to determine first
that the manufacturer had commit-
ted an act of patent infringement be-
fore determining whether there was
any patent infringement by the dis-
tributor/importer. This was a con-
troversial ruling, as it appeared to be
a denial of the general principles,
understanding, and application of
patent law in Vietnam.

The plaintiff immediately appealed
to the appellate court, the Superior
People’s Court of Ho Chi Minh

City. At the appellate level, the con-
troversy revolved around the ques-
tions of whether an
importer/distributor is required to
bear responsibility for patent in-
fringement, and whether terms
agreed to in a distribution contract
are applicable to outside parties.
The appellate court, with the desire
to clarify the manufacturer’s role, in-
vited a representative of the manu-
facturer to participate in the case as
a person with related rights and ob-
ligations. The manufacturer’s repre-
sentative insisted that the case was
not related to them, and refuted
their distributor’s arguments.

The appellate court ruled that the
case should be sent back to the first-
instance court for retrial, pointing
out that the court had made serious
mistakes in the application of the
law. Specifically, the plaintiff has the
right to sue whomever it chooses,
and the court’s right to adjudicate is
limited by the scope of the plain-
tiff ’s petition—the court cannot tell
the plaintiff who it should have
sued. Additionally, the defendant,
as the importer and distributor of
the products, must bear independ-
ent responsibility for its own busi-
ness activities. Finally, the court also
ruled that the distribution contract
between the two parties affected
only the two parties themselves,
without being binding on any other
third parties.

The case now awaits the retrial of
the first-instance court. It will be in-
teresting to see how closely the
guidance of the appellate court is
followed. In principle, the first-in-
stance court is not constrained in
any way in how it handles the retrial.
Thus, the judgment of the first-in-
stance court will be a test to see
whether the courts are unified in
their jurisprudence.
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